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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1, 3-7, 12, 22 and 29-30 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Caracciolo (US 3,271,625). 

Regarding claim 1, Caracciolo disclose a method of forming an electrically conducting 
feedthrough comprising the steps of: 

(i) forming an electrically conductive structure (1 1) comprising a sacrificial component 
(14) and a non-sacrificial component (13) (Fig. 3); 

(ii) coating (means covering by www.m-w.com ) at least a portion of the non-sacrificial 
component with a relatively electrically insulating material (17); and 

(iii) removing at least a portion of the sacrificial component from the electrically 
conductive structure (11) (Fig. 7). 

Regarding claim 3. Caracciolo disclose the electrically insulating material (17) is coated 
on the non-sacrificial component (13) and not coated on to any portion of the sacrificial 
component (14) of the conductive structure (11). 

Regarding claim 4, Cracciolo disclose the electrically conductive structure (1 1) is 
selected from the group comprising a metal, a metal alloy, an electrically conductive ceramic, 
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an electrically conductive composite, and an intrinsically or extrinsically electrically conductive 
polymer. 

Regarding claim 5, Caracciolo discloses the electrically conductive structure (1 1) is 
formed from a thin film (Fig. 3-4)(member 17 is about 0.04 inches thick, the conductive member 
1 1 is a lot thinner than the member 17 as shown in Fig. 3-4 therefore it is a thin film). 

Regarding claim 6, Caracciolo discloses the thin film electrically conductive structure 
91 1) has a shape comprising two or more conductive elements (13) extending between respective 
transverse support members (14). 

Regarding claim 7, Caracciolo discloses at least one of the conductive elements is linear 
(Fig. 3-4). 

Regarding claim 12 ? Cracciolo disclose the shape of the electrical conductive structure 
(1 1) is formed in step (i) by punching the shape from a film of electrically conductive material. 

Regarding claim 22, Cracciolo disclose the electrically insulating material is moulded 
around at least a portion of the conductive element. 

Regarding claim 29, Cracciolo substantially disclosed the claimed invention except it is 
for use in a orifice wall of an unit. 

It has been held that a recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitation. Ex Parte Masham, 2 USPQ2d 1647 (1987). 

Regarding claim 30, Cracciolo disclose the feedthrough comprised of one or more 
relative electrically conductive structures extending through and embedded within a relative 
electrically insulating body (Fig. 3-4). 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 2, 17, 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Caracciolo (US 3,271,625). 

Regarding claim 2, Caracciolo substantially disclosed the claimed invention except for 
the material of the electrical insulating material is a ceramic material. 

Regarding claim 17, Caracciolo substantially disclosed the claimed invention except for 
the material of the electrically conducting feedthrough is platinum. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to make the insulating material is ceramic and the conducting feedthrough is 
platinum, since it has been held that to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use as a matter of obvious design 
choice. In re Leshin, 125 USPQ 416. 

Regarding claim 24, Cracciolo disclose the electrically insulating material is moulded to 
both sides of the film and elongated member thereby encapsulating at least a portion of the 
member in the insulating material. 

5. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Caracciolo (US 
3,271,625) in view of Zadno-Azizi et al. (US 5,9047,893). 
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Caraccilo substantially disclosed the claimed invention except for the electrically 
conductive structure is formed by using electrical discharge machining. 

Zadno-Azizi et al. teach a method of cutting an article using electrical discharge 
machining. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use electrical discharge machine to cut the electrically conductive 
structure, as taught by Zadno-Azizi et al. for precisely cutting edge. 

6. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Caracciolo (US 
3,271,625) in view of Coffy (US 5,462,408). 

Caraccilo substantially disclosed the claimed invention except for the electrically 
insulating material around the conductive structure is formed by using Power injection moulding 
method. 

Coffy teach a powder injection moulding. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use powder injection moulding method to mould the insulating material 
around the conductive structure, as taught by Coffy for a fine and compact moulding structure. 

Election/Restrictions 

7. Applicant has elected Specie 1 for prosecution. During the examination, the examiner 
discovers that claims 8-1 1 and 18-19 do not claim the feature of Specie 1. 



Application/Control Number: 10/529,063 Page 6 

Art Unit: 2833 

This invention (Specie 1) has been elected by the applicant for prosecution on the merits. 
Accordingly, claims 8-1 1 and 18-19 has been withdrawn from consideration as being directed to 
a non-elected invention. 

In response to the applicant's argument about the restriction. The Inventions I and II are 
related as apparatus and product made. The inventions in this relationship are distinct if either or 
both of the following can be shown: (1) that the apparatus as claimed is not an obvious apparatus 
for making the product and the apparatus can be used for making a materially different product 
or (2) that the product as claimed can be made by another and materially different apparatus 
(MPEP § 806.05(g)). In this case the electrical conductive structure contact can be make by 
different method other than punching (claim 12) or EDM (claim 13) method. Such other method 
are known as moulding, water jet cutting method. 

The restriction is made FINAL. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to True T. T. Nguyen whose telephone number is 571-272-201 1. 
The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paula Bradley can be reached oh 571-272-2800 extension 33. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



True T. T. Nguyen 
Primary Examiner 
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